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The rejection of Claims 1-11 under 35 U.S.C. 103(a) as being anticipated by U.S. 
Patent No. 5,826,453 to Prevey, III is respectfully traversed. 

The Examiner takes the position that independent Claims 1 and 9, as well as all dependent 
claims, are anticipated by Prevey, III. Referring to Claim 1 , the Examiner appears to take 
the position that Claim 1 discloses a pressure applied such that the magnitude of 
compression decreases in the direction towards the boundaries of the selected region 
would obviously result from providing a zone of deformation formed by compressions of 
different magnitudes that are exerted over a surface in a selected pattern. Further, it would 
have been obvious at the time the invention was made to modify the teachings of the 
burnishing method of Prevey, III by applying a pressure in a way such that the magnitude 
of compression decreases in the direction toward the boundaries of the selected region 
since the claimed process is a result of selecting a predetermined pattern following the 
previous teachings of Prevey, III by making it suitable to or fit for a specific use or situation 
without departing from the scope of his invention for the purpose of making said method 
versatile and adaptable. The Examiner also takes the position that the application of force 
to any surface using the burnishing apparatus with a burnishing ball, such as in element 
114, produces a surface deformation with less deformation of the surface toward the 
boundaries of the selected region if a desired path or a predetermined pattern of burnishing 
selected for that purpose is applied. 

The Applicant respectfully submits that Claim 1 requires "...the pressure being applied 
such that the magnitude of compression decreases in the direction towards the boundaries 
of the selected region." Claim 9 provides that " . . . the burnishing operation being performed 
such that the density of burnishing and the magnitude of compression are varied to reduce 
the high tensile stress along the boundaries of the selected region." 
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In contrast, the method taught in Prevey, III provides for directing a burnishing apparatus to 
make a plurality of passes over a workpiece to provide the maximum compressive 
residual stress with the minimum of cold working and surface hardening (Col. 3, lines 
5 - 8). The burnishing means is passed is a predetermined pattern across the area to be 
burnished such that the zones of deformation formed by each pass of the burnishing means 
do not overlap (Col. 5, lines 4 - 7). While the method of Prevey, III teaches the use of a 
burnishing apparatus to induce compressive residual stress by directing the burnishing 
means to make a plurality of passes over the workpiece such that the zones of 
deformation formed by each pass do not overlap, the Applicant is unable to find any 
teaching or suggestion of applying pressure such that the magnitude of compression 
decreases in the direction towards the boundaries of the selected region or that the density 
of burnishing and the magnitude of compression are varied to reduce the high tensile stress 
along the boundaries of the selected region. Indeed, the method disclosed in Prevey III, 
permits a process whereby pressure may increase, decrease, or stay the same in the 
direction towards the boundaries of the selected region and does not require that the 
density and/or direction of burnishing and the magnitude of compression be varied to 
reduce the high tensile stress zones along the boundaries of the selected region. Indeed, 
there must be a selection process to arrive at the right process for achieving the desired 
result. Further, there is no teaching or suggestion that tensile residual stresses exists 
along the boundaries or that it would be desirable to reduce any such tensile stresses 
near the boundaries or that the desired method of reducing such tensile stresses would be 
by means of gradually reducing the magnitude of compression or the density of burnishing 
and the magnitude of compression. Such teachings are only taught by the subject 
application. 

The Examiner admits that Prevey, III does not disclose that the pressure is being applied 
such that the magnitude of compression decreases in the direction towards the boundaries 
of the selected region to minimize the effects of tensile stress zones near the boundaries. 
The Examiner however takes the position that it would be obvious that tensile stress zones 
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will result from providing a zone of deformation formed by compressions of different 
magnitudes that are exerted over a surface in a selected pattern. Again the Examiner has 
presented no evidence, other than the Applicant's own specification, as to whether tensile 
stresses would exist along the boundaries or why it would be obvious to expect such tensile 
stresses. Accordingly, there is no incentive to perform the application of reducing the 
magnitude of compression towards the boundaries or varying the density of burnishing and 
the magnitude of compression to reduce high tensile stress along the boundaries of the 
selected region as a remedy. 

The Examiner also takes the position that it would have been obvious to modify the 
teachings of Prevey, III by applying a pressure in a way such that the magnitude of 
compression decreases in the direction toward the boundaries of the selected region since 
the claimed process is a result of selecting a predetermined pattern following the previous 
teachings of Prevey, III by making it suitable to or fit for a specific use or situation without 
departing from the scope of the invention for the purpose of making the method versatile 
and adaptable. The Applicant respectfully submits, however, that the results of the claimed 
method, i.e. that of minimizing "the effects of any tensile stress zones near the 
boundaries" (Claim 1) or reducing "the high tensile stress zones along the boundaries of 
the selected region" are not inevitable. As previously stated, the Applicant is unable to 
find in the reference any teaching or suggestion that by reducing the magnitude of 
compression in the direction towards the boundaries will reduce the build up of tensile 
stress. 

It is well settled that the prior art or the surrounding circumstances must have made any 
proposed modifications or changes in the prior art obvious to do rather than obvious to try. 
in going from the prior art to the claimed invention, one cannot base obviousness 
upon what a person skilled in the art might try or might find obvious to try but 
rather must consider what the prior art would have led a person skilled in the art to 
do. The Applicant respectfully submits that he is unable to find any teaching in the cited 
reference that would have led one skilled in the art to determine if high tensile zones may 
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exist along the boundaries of a workpiece and that by decreasing the magnitude of 
compression in the direction towards the boundaries or varying the density or the 
magnitude of compression along the boundaries of the selected region will reduce such 
tensile stresses and improve the fatigue and/or stress corrosion performance of the part. 
While Prevey III teaches the advantages of inducing a layer of residual compressive stress 
along the surface of a workpiece and selecting a pattern and performing the method of 
directing the burnishing apparatus such that it is passed in a predetermined pattern across 
the area to be burnished such that the zones of deformation formed by each pass of the 
burnishing means do not overlap, the Applicant is unable to find any teaching that would 
have led a person skilled in the art to select a pattern that not only will ensure that the 
zones of deformation do not overlap (as taught in Prevey III), but that the magnitude of 
compression decreases in the direction towards the boundaries in order to reduce the build 
up of tensile residual stress. Indeed, the Applicant respectfully submits that for a given 
workpiece hundreds or thousands of variations could be made before arriving at the 
optimum stress distribution. Thus, to say that it may be obvious to try a certain pattern is 
not the test for obviousness. As previously stated, the test for obviousness is that the prior 
art would lead one skilled in the art to select the desired pattern whereby the magnitude of 
compression decreases in the direction of the boundaries or that the density of burnishing 
and the magnitude of compression vary in such a manner to reduce the high tensile stress 
along the boundaries of the selected region. While someone might fortuitously try such a 
pattern, there clearly is no teaching that would lead one of ordinary skill in the art to select 
such a pattern. 

In view of the foregoing, the rejection of Claims 1 - 1 1 as being rejected under 35 U.S.C. 
103(a) as being anticipated by Prevey, III should be withdrawn. 

In view of the foregoing remarks, it is respectfully submitted that all of the Claims now 
pending are allowable over the art of record. Reconsideration of all claims now in this 
application is respectfully requested. 
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Respectfully submitted, 



Mark F. Smith 
Attorney of Record 
(Reg. No. 32,437) 


October 1, 2002 
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7577 Central Park Boulevard, Ste. 102 
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(513)379-5846 (Cell) 
oatlaw(@aol.com (Email) 
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